SU73 


2 3 2003 


PTO/SB/21 (05-03) 
Approved for use through 04/30/2003. OMB 0651-0031 






TD AHI CIllIITT A 1 

3>- TRANSMITTAL 
FORM 

(to be used for all correspondence after initial filing) 

Application Number 

09/287,776 A 

Filing Date 

April 7, 1999 

First Named Inventor 

Kana et al 

l\Ul 1^ I Gil. 

Art Unit 

2673 

Examiner Name 

J. Piziali 

\^ Total Number of Pages in This Submission 

Attorney Docket Number 

0100.9900270 J 


ENCLOSURES (Check all that apply) 


□ 

□ 
□ 
□ 

□ 
□ 


Fee Transmittal Form 

□ 


□ 
□ 


Fee Attached 
Amendment/Reply 
After Final 

Affidavits/declaration(s) 
Extension of Time Request 
Express Abandonment Request 
Information Disclosure Statement 

Certified Copy of Priority 
Documents) 

Response to Missing Parts/ 
Incomplete Application 


□ 


Response to Missing Parts 
under 37 CFR1.52 or 1.53 


□ 
□ 
□ 
□ 
□ 
□ 
□ 
□ 


Drawing(s) 

Licensing-related Papers 
Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondence Address 

Terminal Disclaimer 
Request for Refund 
CD, Number of CD(s) 


□ 
□ 
□ 
□ 


After Allowance communication 
to Group 

Appeal Communication to Board 
of Appeals and Interferences 
Appeal Communication to Group 
(Appeal Notice, Brief, Reply Brief) 


Proprietary Information 

I | Status Letter 

0 Other Enclosure(s) (please 
Identify below): 

-Return postcard 


Remarks 


HbUEIVED 

MAY 2 7 2003 
Technology Center 


SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 


Firm 
or 

Individual name 


Signature 


Date 


Joseph P. Krause, Reg. No. 32,578 

<//} //. 



2630 



CERTIFICATE OF TRANSMISSION/MAILING 


•\ 

I hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on 
the date shown below. 

Typed or printed name 

Christine A. Wright 

^Signature 


Date 

May 19, 2003 ^ 


This collection of information is required by 37 CFR 1.5. The information i^requlred to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37TFR 1.14. This collection is estimated to 12 minutes to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the 
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents. P.O. Box 1450, Alexandria, VA 22313-1450. 


If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 


1 3 


PATENT APPLICATION 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


Applicants: Kang, et al. 
Serial No.: 09/287,776 
Filing Date: April 7, 1999 
Confirmation No.: 6690 


Examiner: J. Piziali 

Art Group: 2673 

Our File No.: 00100.99.0027 

Docket No.: 0100.9900270 


title: SWITCHABLE VIDEO OVERLAY METHOD AND APPARATUS 


fail Stop Non-Fee Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 


Certificate of First Class Mailing 
I hereby certify that this paper is being deposited with the 
United States Postal Service as first-class mail in an envelope 
addressed to: Mail Stop N on- Fee Amendment, Commissioner for 
Patents, P.O. Box }450/fi\exqndria, VA 22^13-1450, on this 
date. 

Date Christine A. Wright 



RESPONSE 


Dear Sir: 


RECEI 


MAY 2 7 2003 
Technology Center 2600 


In the Office Action mailed February 27, 2003, the Examiner rejected claims 1-3, 5-10, 
12-17 and 19-22 under 35 U.S.C. § 102(e) as being anticipated by Ranganathan, U.S. Patent No. 
5,764,201. Claims 4, 1 1 and 18 were rejected under 35 U.S.C. § 103(a). 

The Applicants respectfully disagree with the Examiner and request that the rejection be 
withdrawn and the claims be allowed to issue. The Ranganathan reference does not show or 
suggest the limitations recited in the pending claims. 

Paraphrased, claim 1 is directed to a video overlay apparatus comprised of a 
programmable switching mechanism. The claims expressly recite that the programmable 
switching mechanism is coupled to the claimed video scaler and programmably switches video 
data from the video scaler into one of two video overlay generators. Each of the claimed video 
overlay generators are capable of being coupled to display devices. In other words, the 
programmable switching mechanism claimed in claim 1 can selectively and programmably 
switch video from the scaler to one of two overlay generators. Each of the overlay generators are 
in turn coupled to corresponding display devices. 
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Paraphrased, claim 9 recites a programmable switch that is coupled to a video scaler. 
The programmable switch of claim 9 is claimed to programmably switch video data from the 
video scaler to one of two overlay generators. 

Paraphrased, claim 15 is directed to a video overlay method. The method includes 
selectively switching video data from a common scaler to one of two display devices. 

After studying the Ranganathan reference, the Applicants ask the Examiner to identify 
where the reference discloses a programmable switching mechanism as claimed in claims 1, 9 
and 15 that programmably switches video data into one of two overlay generators or display 
devices. 

In paragraph 3 of the Office Action, the Examiner asserts that the video scaler claimed in 
the pending claims corresponds to element 64 in Fig. 8A of the reference. The Examiner 
contends that the programmable switching mechanism claimed in the pending claims 
corresponds to element 68 in Fig. 8A. The Examiner contends that the claimed video overlay 
generators correspond to elements 32 and 42 disclosed in Fig. 8A. 

In the Ranganathan reference, element 68 is not a programmable switching mechanism. 
Element 68 is defined to be a "color space mux" the only function of which is to "bypass color- 
space converter 66 so that. . .RGB pixels are not converted." See column 9, lines 1-3. 

Elements 32 and 42 of Fig. 8A of the reference are not video overlay generators. They 
are defined in the specification of the reference as "pixel muxes." See column 9, line 5. 

An electronic search of the text of U.S. Patent No. 5,764,201 revealed that the only 
instance where element 68 is described is in column 9, lines 1-3. It is inconceivable that the 
Examiner reads column 9, lines 1-3 to satisfy the claim limitation that requires a programmable 
switching mechanism to switch video data into one of first and second video overlay generators. 

Moreover, Fig. 8A shows that element 68 cannot selectively switch its output. The single 
output of element 68 is shown being directed in parallel into two multiplexors, elements 32 and 
42. Element 68 of Fig. 8A could not possibly perform the function recited in each of the 
independent claims. 

As for elements 32 and 42, the claim limitations require that they be video overlay 
generators and that they be coupled to output display devices. Nowhere in the text of the '201 
patent is there any teaching or suggestion that multiplexors 32 and 42 perform any function 
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remotely resembling that of a video overlay generator. It is well known that multiplexors are not 
overlay generators. 

For the reasons set forth above, the Applicants expect that the rejection of claims 1-3, 5- 
10, 12-17 and 19-22 will be withdrawn and they be allowed to issue. 

As for claims 2, 10 and 16 the Examiner contends that the reference discloses the 
programmable switching mechanism claimed in these claims. The Examiner cites element 67 in 
Fig. 8A and column 9, lines 37-46. 

Column 9, lines 37-46 state that element 67 is mux control logic. The specification states 
that an 8-bit register is programmable, presumably referring to element 67. 

The Applicant concedes that element 67 of Fig. 8A may in fact be programmable and 
even correspond to a programmable register however, claims 2, 10 and 16 directly depend upon 
independent claims that are allowable for the reasons set forth above. Inasmuch as these claims 
add additional limitations to the allowable independent claims, they should also be allowable 
over the prior art of record. 

As for claim 3, the Examiner contends that element 52 of Fig. 8 A corresponds to the 
claimed first display engine; element 53 in Fig. 8 A corresponds to the claimed second display 
engine; element 32 of Fig. 8A corresponds to the claimed first video overlay generator claimed 
in claim 3 and element 42 of Fig. 8 A corresponds to the claimed second video overlay generator. 

As set forth above, neither element 32 nor element 42 are overlay generators; they are 
multiplexors. It is well known to everyone of skill in the art that a multiplexor is not a video 
overlay generator. The Examiner's reliance upon these two elements as satisfying that claim 
limitation is misplaced. 

With respect to elements 52 and 53, the specification states that element 52 is "icon 
overlay logic." (See column 9, line 11.) The specification states that element 53 is "HWC 
logic." (See column 9, line 15.) The Examiner has not shown how an icon overlay logic or 
"HWC logic" performs the function claimed in claim 3 for the first display engine, which is the 
generation of video window timing data. Similarly, the Examiner has not shown how element 53 
performs the claimed function of generating second video window timing data. Accordingly, the 
Examiner's reliance upon elements 52 and 53 as ostensibly being video window timing data 
generators is misplaced. 
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As for claims 5 and 19, the Examiner asserts that Fig. 8B shows a selectable video clock 
source operatively coupled to the video scaler. The Applicants respectfully direct the attention 
of the Examiner to the entire text of claim 5. A search of the text of the '201 patent did not 
identify where it teaches that the signal VCLK "wherein the video scaler scales input video 
corresponding to a display engine. . .in response to a video clock signal output from the selectable 
video clock source." 

It is well established that rejection under 35 U.S.C. §102 requires each and every 
limitation to be found in a single reference. Where are the limitations of claim 5 located in the 
'201 patent? 

As for claims 6, 12 and 20, the Examiner contends that the reference discloses the 
claimed programmable switching mechanism yet does not identify any structure in the figures 
where these limitations are ostensibly found in the reference. Instead, the Examiner refers to 
column 12, lines 4-12. The passage of column 12 identified by the Examiner discusses a 
particular technology of display device, not the programming of frame buffer space as recited in 
claim 6, 12 and 16. Where are the limitations of these claims located in the 6 201 reference? 

As for claims 7, 13 and 21, the Applicants respectfully request the Examiner to identify 
where these limitations are found. They are not shown in column 4, lines 7-16 which discusses 
display technology, not the selection of clock signals. 

Regarding claims 8, 14 and 22, the Examiner has again failed to identify where these 
limitations are located in the reference. 

Claims 9, 15 and 17 are also allowable for the reasons set forth above and the 
corresponding apparatus claims. 

As for the rejection of claims 4, 1 1, and 18, the Examiner contends that Blahut et al., U.S. 
Patent No. 5,570,126 discloses a data unpacker, a keyer and a data packer. 

The Examiner's rejection under 35 U.S.C. (a) presumes that the Ranganathan reference 
teaches other limitations of the independent claims, which it does not. For this reason alone, 
dependent claims 4, 11 and 18 are allowable. Upon closer inspection however, it becomes 
apparent that the c 201 patent does not disclose any device that performs the function recited in 
claim 4, namely unpacking graphics data from a display engine, keying the data unpacker to 
selectively route the data from a data mechanism and a data packer to pack combined video and 
graphics data from the keyer. Combining the '126 patent with the 6 201 patent would not render 
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the apparatus claimed in claims 4, 1 1 or 18. The Examiner has therefore misread the references 
and improperly rejected the claims. 

As for claim 18, the arguments set forth above with respect to claim 4 and 11 are 
repeated. 

In summary, the 6 201 patent does not have any capability of directing video overlay 
signals to one of two destinations. Put simply, element 68 of Fig. 8A is a 2:1 mux, the output of 
which is directed to 2, 4:1 muxes. The Examiner has misread the reference and the rejections 
should be withdrawn. 
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